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Monetizing Medical Cannabis with the IP Toolbox 

Dr Joe I Wyse  

Dr. Eyal Bressler & Co. Ltd.   

 

Joe is a patent attorney and head of the patent department on the firm. He is responsible for 

managing patent strategy and analysis and has achieved notable success in achieving crucial 

defensive and offensive patent prosecutions and strategies, which have been often translated to 

high balance sheet values for our clients. Joe directs patent valuation, BD and CI analysis 

projects for validating that the technology our clients had selected is the best-suited for their 

needs. Joe holds Ph.D. (Genetics) from the University of London. 

 

At $2.04b, GW Pharma, the makers of Sativex and Epidiolex, has the highest market capitalization of any 

medical cannabis company in the world. This is double the market capitalization of Insys Therapeutics 

($960m). Terra Tech has a market capitalization of $240m. These highly successful companies strategize and 

maximize their Intellectual Property portfolios in different ways, which will be briefly reviewed.  

Medical Cannabis Start-ups should use all the components of the IP tool box available to them to emulate the 

commercial achievements of the leading medical cannabis companies.  

The IP tool box will be briefly reviewed; it includes Patents, Hatch Waxman para IV certifications, Patent Term 

extensions, BPCA extensions, pediatric extensions, SPC’s, Plant Breeder’s rights, copyrights, trademarks, trade-

secrets, trade-dresses, FTO clearances and confidentiality provisions. Means and methods for appropriate 

application of the toolbox will be elaborated, in step with the cannabis-related Start-up's developments in R&D, 

regulation and early commercialization will vastly increase the chances of high value monetization.  

 

THM  Medical cannabis startups have a BIG problem:  there are already veteran medical 

cannabis giants occupying significant commercial territories & technological niches. Startups therefore 

must use a multiplicity of IP-tools available to them in order to survive and prosper.  
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Patent Trends in Medical Cannatech 

Dr. Keren Hagai 

Dr. Eyal Bressler & Co. Ltd.   

 

Keren is a patent attorney, having vast expertise in a variety of IP aspects in Biotech and Agriculture. 

Keren is head of biology in the firm. She has particular experience in the areas of seed and plant 

technology, improved seed traits, classical breeding, plant genetics, new plant varieties and molecular 

biology. She has vastly practiced patent searches and analysis, patent strategy, patent drafting, patent 

prosecution, and FTO and patentability opinions. Keren holds Ph.D. (Biochemistry), M.Sc. (Plant 

Sciences) and B.Sc. (Biology), all from the Tel Aviv University. 

The medical cannabis industry is creating a virtuous cycle of Intellectual Property assets 

inchemistry (compositions, extracts and compounds), technology (delivery systems), biology (diseases) and 

agriculture (breeding methods, strains and harvesting technology). Patent trends and licensing opportunities will be 

described, covering: Cannabis: active compounds and derivatives; Cannabis compositions and formulations; 

Methods of production; Drug delivery systems for cannabis; Medical applications and diseases treatable with 

cannabis; Precision agro-technical growing methods; and Plant breeders rights (PBR) for new cannabis varieties.  

By analyzing patent data and by filing strategically defensive and offensive patents, Israeli medical cannabis 

Startups can leverage their technology into Big Pharma.  

At present, the characteristics of the medical cannabis innovation market are:  

(i) There are over three thousands patent families filed over the years, with the US, China and Europe as the 

leading filing jurisdictions;  

(ii) The number of patent families sharply increased from 2000 to 2009, then maintained a new benchmark 

rising to a new peak in 2015 with a further over eight patent filings; and 

(iii) No single company dominates medical cannabis, and there are over twenty companies active; of the active 

companies, at least eight of them are big Pharma.  

From 2006 to the present, patent filing trends are characterized by intense filing of specific patents in highly 

selected countries. This had the effect of capturing  commercially important markets for the patentee, whilst 

denying markets to others by preventing competitors from obtaining patents anywhere, due to the universal prior 

art rule.   

Opportunities for Israeli companies will be illustrated, and future Israeli and world patenting trends indicated. 

 

THM  Analysis of patent filing trend is a useful tool for identifying strategic partners (licensing) and 

competitors.  Medical cannabis companies are increasingly fine tuning their patenting strategies to capture 
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and protect a wider verity of medical applications in strategic territories whilst offensively blocking 

competitors by creating both patentability and FTO obstacles.  

 

A glance at medical cannabis regulation- USA and EU  

Miri Sani 

Shefa, Medical Regulatory Services 

 

 

Miri Sani has more than 20 years of experience in the Israeli Biotech industry and 

has worked in several companies as VP of regulatory affairs. As part of her 

responsibilities, Ms. Sani has designed and conducted many clinical studies. She also 

led the process of the FDA and CE mark approvals. Ms. Sani served as VP of 

Regulatory Affairs in Notal Vision that developed solutions for the early detection 

and monitoring of Age-Related Macular Degeneration (AMD), ConTipi that 

provided female urine incontinence solutions, and MTRE that developed a 

thermoregulation system for surgeries. In addition, Ms. Sani is a CEO of a 

consulting company, Shefa Regulatory services,which has designed and conducted 

clinical studies for Israeli, incubator-based companies all over the world. Her 

expertise include regulation of borderline products, plant based cosmetics, 

dermatological medical devices and medical cannabis based drugs and cosmetics.   

 

Regulation of medical cannabis based drugs or products, both in the US and EU is an ongoing process which 

involves unknown factors and uncertainties.  

In the USA, there is a conflict between federal laws and state laws. The FDA has not approved marijuana as a 

safe and effective drug for any indication. On the other hand, a total of 25 states, the District of Columbia and 

Guam now allow for comprehensive public medical marijuana and cannabis programs.    

To overcome the conflict, FDA actively supports development of drugs from marijuana. The FDA has prepared 

guidance on the use of botanicals (e.g., marijuana) as sources for drugs. In addition, the FDA has expedited 

drug development by encouraging the use of available tools: Orphan Disease designation, Priority Review and 

Fast Track Designation.  

In EU, in recent years, a number of nations have introduced specific laws and programs to allow patients to use 

cannabis preparations in various forms to relieve the symptoms of a range of severe, disabling diseases. 

However, there is no unique list of pathologies that can be treated with cannabis-based drugs, since it is not a 

cure, but rather a palliative treatment. It is up to physicians to decide under which circumstances cannabis 

should be prescribed and which patients could benefit from the treatment. 
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Overcoming barriers in protection for Marijuana & Cannabis Trademarks  

Aviv-Nicolas Pollak, Adv. 

Dr. Eyal Bressler & Co. Ltd.   

 

 

Aviv is a trademarks lawyer. He advises on trademarks and trademark related aspects, 

general intellectual property rights protection, enforcement, computer and internet law, 

various agreements and UDRP proceedings (domain names). Aviv holds LL.B & LL.M 

(Columbia University in the City of New York).  

A registered trademark gives its owner exclusive rights to use the mark in connection with the goods and/or 

services listed in the registration, and it creates a public record of those rights. With the legalization of 

marijuana gaining momentum across the United States, a new multi-billion dollar industry is growing at a 

startling rate. Nonetheless, there are strict restrictions on the registration of trademarks for marijuana products at 

the national level, meaning that companies in this sector are struggling to protect their brands.     At the time of 

publication, 23 states across the United States have legalized some form of medical marijuana use and 14 states 

have passed laws decriminalizing marijuana. This has created a thriving industry, selling legal marijuana and 

associated paraphernalia, which is now valued at about $2.7 billion and expected to grow in the coming years. 

However, while legitimate and increasingly sophisticated businesses are cultivating brands that need protection, 

they are denied registration at the federal level. This is because cannabis is still listed as a Schedule 1 drug in 

the US list of controlled substances, meaning that the USPTO does not allow the registration of national 

trademarks for cannabis products. One available approach is registering state-based trademarks in those states 

where marijuana use is legal. Another option is to register a national mark for auxiliary product lines not related 

to marijuana (such as clothing or accessories).      This presentation analyzes obstacles and potential protection 

strategies for cannabis brands in the emerging marijuana marketplace and takes into account possible 

differences with mainstream trademarks in the obtaining and defending of Cannabis Trademarks. The 

Trademark Office position in major jurisdictions will be discussed, including:  Israel, the USA and the 

European Union. A “Smart bypass”, which offers alternative routes of protection, will be presented.  

THM  The USPTO does not allow registration of national trademarks for cannabis products. 

Increasing numbers of states, however, permit cannabis use and in such states cannabis trademarks can 

be registered directly, avoiding federal restrictions. Another option is to register a national mark for 

auxiliary product lines not related to marijuana, such as clothing or accessories; nevertheless, issues of 

inducing illegal drug use should be further considered.   
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Revolution in Medical Cannabis Pharmaceuticals and Medical Devices  

Sigalit Avraham 

Dr. Eyal Bressler & Co. Ltd.   

 

 

As a patent attorney, Sigalit has extensive knowledge and experience in drafting patents 

and worldwide prosecuting patents. Sigalit practice also includes drafting patentability 

and freedom to operate opinions and conducting due diligence analyses. Sigalit 

specializes in various chemistry, biotechnology and pharmacy related fields including, 

separation processes, nanotechnology, organic chemistry, medicinal chemistry, 

inorganic chemistry, pharmaceuticals compositions and formulations, bio-chemical 

processes and medical devices. Sigalit holds M.A. in Law, Bar Ilan University and B.Sc. 

in Chemistry, the Hebrew University of Jerusalem 

 

Changes in cannabis culture are creating incredible opportunities for new cannabis–based medical devices. 

Given both the huge variety of different molecules found in cannabis plants and various breeds thereof, and the 

emerging new platforms of medical devices, provided useful for delivering these compounds to patients, the 

commercial potential for new combinations of cannabis derivatives and medical devices is nearly infinite.  

Examples of these versatile medical device platforms configured to administer cannabis and cannabis-based 

compositions are metered dose devices for inhalation delivery, vaporization technology, oral and topical 

delivery technology and other non-invasive delivery technology. 

The exciting innovative patent trend derived from those new generations of cannabis-based compounds and 

arising fields of customized& personalized medical cannabis delivery devices will be presented and discussed. 

 

THM   The combination of promising new cannabis derived molecules and compounds together 

with new routes for drug delivery and release offer many new opportunities for medical cannabis 

startups to penetrate this growing market. 
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The new proposed cannabis reform in a nutshell: new regulatory structure for growing, 

packaging, and delivery to the patient 

 
Idan Sides, Adv. 

Oded Steiff, Sides & Co. 

 

 

 

Idan specializes in enforcement of IP rights before all judicial and governmental 

authorities including the Israeli patent authority (Copyright, Patent, Trade Marks, 

PBR, Trade Secrets). 

 Idan is representing leading multinational corporations in enforcement of their IP 

rights in Israel. Idan has also gained vast experience in monitoring Israeli 

corporations, IP enforcement cases, in territories outside of Israel.  Idan promotes 

multi-year intellectual property programs which include, specific study of the client’s intellectual property 

needs, prioritizing, providing, instructing and advising clients on an on-going basis. Idan holds LL.B. in Law, 

Oxford Brookes University (UK).  

 

The new cannabis reform, recently approved by the Israeli government, is about to change the Israeli cannabis 

scene in several aspects. Most of the reform deals with the separation between growing, production and delivery 

links in the cannabis supply chain, including separation of tasks by different entities. There will be far reaching 

consequences with respect to Intellectual Property, since the breeding and development of cannabis varieties 

will be performed in nurseries by plant breeders and not in cannabis farms by growers. Cannabis products 

permitted for commercialization will be defined by government approved active compounds, concentrations and 

ratios; or by health ministry authorization after the applicant has presented data regarding safety and efficacy of 

cannabis products.  
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Past, Present and Future of the Israeli and Global Cannabis Industry 

Saul Kaye, CEO  

iCAN 

 

Saul Kaye is a successful serial entrepreneur, with thriving global enterprises in drug 

manufacturing and dispensing, e-commerce, co-working, and medical cannabis. Saul is 

also an adviser to the Knesset on medical cannabis policy and reform. 

 

 

 

Israel-cannabis.com will present opportunities for researching and commercializing cannabis products in Israel, 

the USA and across the world.  The diverse regulatory environments and their relationship to the various 

categories of cannabis markets emerging now and in the coming years will be discussed. 
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Cannabis IPR (Intellectual property rights) in China 

Dr. Limin Wang 

Dr. Eyal Bressler & Co. Ltd.   

 

 

Limin has broad hands-on research experience in multiple fields, ranging from 

chemistry to nuclear medicine. In her graduate research, she developed a number of 

novel radiopharmaceuticals for early diagnosis of cancer. Her multicultural 

background enables her to handle international IP cases in Asia and North America 

with unique capability. Limin holds PhD (Biology) form the University of Pennsylvania 

(USA) and B.Sc. from Peking University (China).  

 

For millennia, cannabis has been an integral part of Chinese industry and medicine - the longest recorded use of 

cannabis of any culture. It is now illegal in its narcotic form, although the hemp industry is legal and thriving. 

Chinese companies have also shown remarkable alacrity in obtaining cannabis patents in recent years. 

It has been widely reported that Chinese companies hold over half of global patents currently registered with the 

World Intellectual Property Organization (WIPO). Though smoking cannabis is still illegal in the country, 

Chinese patents related to the drug cover several medicine-related uses as well as innovative methods of 

administering the drug.  

The predominance of Chinese cannabis patents indicates changes to the medical paradigm: Chinese science is 

advancing rapidly in emerging pharmaceutical sciences and Chinese commercial interests are poising 

themselves to become global providers of cannabis-based medicine. 

About 50% of Cannabis patents filed in China are related to medicinal preparations and applications in 

disorders of the nervous system. It’s interesting to note that majority (>80%) of Cannabis patents filed in China 

belongs to foreign entities.  
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Pre-Clinical development of cannabis-based drugs 

Dr. Revital Duvdevani 

Pharmaseed Ltd 

 

 

 

Dr Duvdevani has a Ph.D from the Weizmann Institute, performed her post doctorate 

studies at Rutgers University in the US and an MBA. Dr Duvdevani has significant 

experience in managing R&D in biotechnology start-ups in addition to academic activity 

as a lecturer at the Department of Biotechnology Ben-Gurion University. She served as 

Pharmaseed’s VP R&D from 2010 to 2011. From 2011 to 2016, she was director at the 

Weizmann Institute of Science, Davidson Institute. As of June 2016, she is acting as 

Pharmaseed’s CEO. 

 

Development of cannabis based drugs can be divided into two main routes. The first is based on cannabis 

extracts such as botanical extracts or actual plant materials derived from specific cannabis strains, whereas the 

second route is associated with a single cannabis entity such as Tetrahydrocannabinol (THC) or Cannabidiol 

(CBD). 

One of the major differences between these two routes is the need to consider the unique PK/PD relationship 

(bell shape) of compounds originated from the cannabinoid family. While, in the single entity paradigm, it is 

relatively easy to translate between a preclinical model and the clinical disease in terms of efficacy and safety, it 

is much more complicated when working with whole plant extracts, since each entity may have a different 

stability and PK profile. The route of administration also needs to be taken into consideration, as it can affect 

both primary and secondary efficacy, and is critical during set up in the preclinical phase. In addition, the model 

to be used during the pre-clinical phase needs to depend on the cannabinoid system (acute vs chronic pain, 

inflammation etc.). 

Therefore, the field of preclinical cannabinoid development is more akin to art than to science.        
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Cannabis Agrotech – The New Paradigm 

Dr. Ilan Riess 

Dr. Eyal Bressler & Co. Ltd.   

 

 

Ilan is a patent expert and a CRO, which has a vast experience in research and 

development, specializing in different scientific fields. He has manager 

experience, including administering budgets, problem solving, and ensuring 

organization. He worked with extremely complex techniques that require high levels of 

preparation, rapid situation assessment, flexibility and adjustment of strategies. His 

multicultural background provides him with singular perspective on the tasks at 

hand. Ilan holds Ph.D. in Molecular Medicine, Biochemistry and Cellular 

Biotechnology; M.Sc. in Molecular Biotechnology and B.Sc. in Molecular 

Biotechnology, all titles are form the University of Turin (Italy). 

 

Technologies in medicine have for some time heralded an interest in, and a development and investment in 

personalized patient-focused therapy. It is becoming clear that Medical Cannabis technologies are 

demonstrating a parallel trend: The broad agro platform era is over and specific solutions for specific medical 

cannabis needs which must be served by agro-cannabis technologies are now the order of the day. Researchers 

and companies are seeking better, more efficient, variety specific, GMP standard, contamination free, pharma 

industry standard, compound specific and precision agricultural technologies to meet the requirements of (i) 

medically useful cannabis varieties, (ii) growing technologies and (iii) extraction technologies.  

As will be presented, the rising trend in granted patents in these related fields indicates the new paradigm in the 

field of cannabis AgroTech. Specific trends in recent years will be disclosed based on the patent documents in 

these related fields. 
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Trade dress in cannabis-based goods and services 

Dr Eyal Bressler 

Dr. Eyal Bressler & Co. Ltd. 

 

 

Prior to forming the firm and after spending 15 years at the Hebrew University of 

Jerusalem, Eyal served as the CEO of a successful venture capital fund investing in 

knowledge-intensive start-ups. Eyal's expertise in IP due diligence is renowned and 

materially impacts the client's business decisions. Being the author of various academic 

publications, Eyal is known as a professional who is knowledgeable, skilled and up-to-

date. Eyal holds Ph.D. in Biotechnology from the Hebrew university of Jerusalem. He is 

patent attorney & attorney at law.  

 

Trade dress is an intellectual property which refers to the characteristics of the visual appearance of a product or 

its packaging that signify the source of the product to consumers. In Israel, as in other common law countries, 

passing off (גניבת עין)  is a common-law tort that can be used to enforce unregistered trade mark and trade dress 

rights. In the U.S., like trademarks, a product’s trade dress is legally protected by the Lanham Act, the federal 

statute which regulates trademarks and trade dress. Trade dress protection is intended to protect consumers from 

packaging or appearance of products that is designed to imitate other products; to prevent a consumer from 

buying one product under the belief that it is another. For example, the shape, color, and arrangement of the 

materials of a children's line of clothing can be protectable trade dress (though the design of the garments 

themselves is not protected), as can the design of a magazine cover, the appearance and décor of a chain of 

oriental-style restaurants, and a method of displaying wine bottles in a wine shop. 

In many different market niches of goods and services, a unified trade dress ("trade dress-platform") 

continuously evolves. Two case studies, cosmetics and banks, will be presented and discussed. Moreover, both 

(i) the commercial and legal roles of trade dress and (ii) trade dress-platform evolution in cannabis-based goods 

and services will be disclosed and analyzed.  

 

THM  Two opposing approaches seem to be consolidating: Some medical cannabis companies are 

seeking to differentiate themselves from traditional marijuana and cannabis symbols so as to present a 

strong non-"weed" mainstream medical identity whereas other medical cannabis companies are 

underlining continuity with the cannabis/marijuana community.  
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